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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on June 6, 
2008 has been entered. 

Furthermore, in light of the Applicant's arguments and in light of newly discovered 
art, the species requirement in the office action mailed August 24, 2007 is now 
withdrawn. Instant claims 46 and 47 are rejoined with the elected claims. 

Status of the Claims 

Claims 21- 48 are under examination. 

Claim Rejections - 35 USC § 112, 2"" Paragraph 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 21-36 and 46-48 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
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Claim 21 part (b) is unclear because it is unclear what the function of the 
processor is. The instant claims recites "a processor which ... a corrected pattern 
different from the target drive pattern . . . ." Clarification via clearer claim language is 
requested. Claims 22-36 and 46-48 are also rejected for depending from claim 21 . 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement tliereof, may obtain a patent tlierefor, subject to tlie 
conditions and requirements of tliis title. 

4. Claims 21-24 and 26-48 rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

While claims 21-24 and 26-48 are drawn to an apparatus or a computer program, 
the apparatus or computer program are embodiments of a computational method. Thus 
instant claims are drawn to a process involving the judicial exception of a computational 
algorithm. Claims drawn to a judicial exception is non-statutory unless the claims 
include a practical application of that judicial exception as evidenced by a physical 
transformation of matter, or if the claimed invention recites a useful, tangible and 
concrete final result. In the instant claims, there is no physical transformation by the 
claimed invention, thus the Examiner must determine if the instant claims produce a 
useful, tangible, and concrete final result. See MPEP 2106. 

Claims 21-24, 26-44, and 46-48 do not produce a useful, concrete, and tangible 
final result. A useful, concrete, and tangible final result requirement requires that the 
claim must set forth a practical application of the mathematical algorithm to produce a 
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real-world result. The instant claims are drawn to an apparatus that performs a method 
that derives a corrected drive pattern upon sensing an error. However, deriving a 
corrected drive pattern does not necessarily require a tangible result. Rather, deriving a 
corrected drive pattern only requires the processor manipulate data. Thus the instant 
claims do not require that a tangible result must be produced. Examples of 
amendments to overcome this rejection include amending the claims to identify/recite a 
concrete result and to recite that the result is outputted to a display or to a user or 
outputted in a user readable format. However, applicant is reminded that any 
amendment must be fully supported and enabled by the originally filed disclosure. 

Regarding claims 40-45, the instant claims are drawn to a computer program. 
However, a computer program is a listing of instructions which does not belong to one 
of the statutory classes defined in 35 U.S.C. §101 . Thus, the instant claims are non- 
statutory. 



Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
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were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

6. Claims 21 -48 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Blanchard (WO 98/41531) in view of Gutmann et al. (Transducers, Solid-State Sensors, 
Actuators and Microsystems, 12th International Conference (June 2003) Volume 1, 
pages 364-367). 

The instant claims are drawn to an apparatus for fabricating a addressable array 
of biopolymer probes which includes a sensor that views droplets previously dispensed 
from a dispensing head and senses errors between the target array pattern and the 
actual array pattern deposited, and a processor which uses the error to produce a 
corrected drive pattern that reduces the discrepancy between the target and actual 
array patterns. 

Regarding claims 21 , 25- 27, 29, 30, 37, 39, and 40-45, Blanchard teaches an 
apparatus for fabricating an addressable array of biopolymer probes on a substrate 
(page 6, lines 10-14) which includes a sensor which senses at least one operating 
parameter for an error which would result in producing a discrepancy between the target 
array pattern and actual pattern deposited (page 7, lines 10-30; pages 62-64; pages 75- 
76); and a processor (page 7, lines 27-30) which corrects the drive pattern to reduce 
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the discrepancy between tlie target and actual array patterns (page 77, lines 5-25). 
Furthermore, Blanchard teaches that their method is automated (or a computer program 
product) with position control for deposition (page 7, lines 10-30) which indicates a 
memory with a target drive pattern or corrected drive pattern. 

However, Blanchard does not teach where the sensor views a dispensing head 
or nozzle or capturing one or more images of the droplet pattern. 

Regarding claims 21 , 24, 32, 36- 38, 40, and 46-48, Gutmann et al. teaches a 
method for verifying the accuracy of producing microarrays by using a sensor that views 
a nozzle or dispensing head (page 365, right column) and viewing droplet patterns 
previously dispensed from the head and capturing Images of the pattern (imaging the 
droplets as well as measuring dispense volume of the whole 24 position array) (page 
365, right column). 

Regarding claims 22- 24, 28, 31-36, and 38, Blanchard teaches an apparatus 
with a dispensing head and a transport system (page 56, line 24-page 57, line 24), 
wherein the drive pattern controls the operation of the transport system (page 57, lines 
3-5), and the operating parameter is the position of the substrate and the sensor views 
the substrate (pages 62-64; pages 75-76). 

It would have been obvious to one of ordinary skill in the art, at the time of the 
invention to combine the methods of Gutmann et al. and Blanchard for the benefit of 
being able to test the quality of Blanchard's microarrays. While Blanchard teaches a 
method of producing microarrays, Gutmann et al. provides a method of verifying the 
consistency of these microarrays and detecting any errors in these microarrays. Thus, 
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one of ordinary skill in the art would have been motivated to combine these methods to 
use the automated system of Blanchard and verifying the quality of the microarrays by 
using the method taught by Gutmann et al. 

Withdrawn Rejections 

7. Applicant's arguments and amendments, filed June 6, 2008, with respect to the 
rejections made under 35 U.S.C. §112 1®' paragraph as new matter and 35 U.S.C. §102 
as being anticipated by Blanchard have been fully considered and are persuasive. 
Applicants have provided support in the specification to overcome the rejection of new 
matter. Blanchard do not teach the amendments of capturing one or more images of a 
droplet pattern. These rejections have been withdrawn. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JERRY LIN whose telephone number is (571 )272-2561 . 
The examiner can normally be reached on 7:00-5:30pm, M-TH. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marjorie A. Moran can be reached on (571) 272-0720. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Jerry Lin/ 

Examiner, Art Unit 1631 
8/12/08 



